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DETAILED ACTION 

This is a first Office action on tine merits. Currently, claims 1-8 and 10-13 are 
pending. Claim 9 has been canceled. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the following features 
must be shown or the features canceled from the claims: 

engagement projections; 

both faces of a panel the panel (claim 1 , line 3); 

a block (claim 3, line 3); 

silicone or hot-melt glue or the like (claim 5, line 3); and 
a very fluid cement mixture (claim 7, line 4). 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
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consistency. Additional replacement sheets may be necessary to sliow tlie renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. No new matter 
should be entered. 

The drawings are objected to under 37 CFR 1.83(b) because they are 
incomplete. 37 CFR 1.83(b) reads as follows: 

When the invention consists of an improvement on an old machine the drawing 
must when possible exhibit, in one or more views, the improved portion 
itself, disconnected from the old structure, and also in another view, so 
much only of the old structure as will suffice to show the connection of 
the invention therewith. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing 
figure is to be canceled, the appropriate figure must be removed from the replacement 
sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings 
for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date 
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of an application must be labeled in the top margin as either "Replacement Sheet" or 
"New Sheet" pursuant to 37 CFR 1.121 (d). If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 

In addition to Replacement Sheets containing the corrected drawing figure(s), 
applicant is required to submit a marked-up copy of each Replacement Sheet including 
annotations indicating the changes made to the previous version. The marked-up copy 
must be clearly labeled as "Annotated Sheets" and must be presented in the 
amendment or remarks section that explains the change(s) to the drawings. See 37 
CFR 1 .121 (d)(1 ). Failure to timely submit the proposed drawing and marked-up copy 
will result in the abandonment of the application. 

The structure of the claimed device shown in Figures 1-3 is unclear. The 
drawings contain more features than what is labeled, including the abovementioned 
unlabeled features (page 2 of this action), which inhibit a clear understanding of the 
claimed device. Additionally, terms like "Greek fret membrane", "a block", "secured in a 
correct position" and "properly spaced" are used in the claims, but not clearly shown in 
the drawings or described in the specification. 

The following guidelines illustrate the preferred layout for the specification of a 
utility application. These guidelines are suggested for the applicant's use. 

Arrangement of the Specification 

As provided in 37 CFR 1 .77(b), the specification of a utility application should 
include the following sections in order. Each of the lettered items should appear in 
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upper case, without underlining or bold type, as a section heading. If no text follows the 
section heading, the phrase "Not Applicable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) THE NAMES OF THE PARTIES TO A JOINT RESEARCH AGREEMENT. 

(e) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC. 

(f) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 
CFR1.97 and 1.98. 

(g) BRIEF SUMMARY OF THE INVENTION. 

(h) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(i) DETAILED DESCRIPTION OF THE INVENTION. 

(j) CLAIM OR CLAIMS (commencing on a separate sheet). 

(I<) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 

(I) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1 .821-1 .825. A 
"Sequence Listing" is required on paper if the application discloses a 
nucleotide or amino acid sequence as defined in 37 CFR 1 .821(a) and if 
the required "Sequence Listing" is not submitted as an electronic 
document on compact disc). 



Content of Specification 



(a) Title of the Invention : See 37 CFR 1 .72(a) and MPEP § 606. The title of 
the invention should be placed at the top of the first page of the 
specification unless the title is provided in an application data sheet. The 
title of the invention should be brief but technically accurate and 
descriptive, preferably from two to seven words may not contain more 
than 500 characters. 

(b) Cross-References to Related Applications : See 37 CFR 1 .78 and MPEP 
§201.11. 

(c) Statement Regarding Federally Sponsored Research and Development : 
See MPEP §310. 

(d) The Names Of The Parties To A Joint Research Agreement : See 37 CFR 
1 ■71(g). 
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(e) Incorporation-Bv-Reference Of Material Submitted On a Compact Disc: 
The specification is required to include an incorporation-by-reference of 
electronic documents that are to become part of the permanent United 
States Patent and Trademark Office records in the file of a patent 
application. See 37 CFR 1 .52(e) and MPEP § 608.05. Computer 
program listings (37 CFR 1 .96(c)), "Sequence Listings" (37 CFR 1 .821 (c)), 
and tables having more than 50 pages of text were permitted as electronic 
documents on compact discs beginning on September 8, 2000. 

(f) Background of the Invention : See MPEP § 608.01(c). The specification 
should set forth the Background of the Invention in two parts: 

(1 ) Field of the Invention : A statement of the field of art to which the 
invention pertains. This statement may include a paraphrasing of 
the applicable U.S. patent classification definitions of the subject 
matter of the claimed invention. This item may also be titled 
"Technical Field." 

(2) Description of the Related Art including information disclosed under 
37 CFR 1 .97 and 37 CFR 1 .98 : A description of the related art 
known to the applicant and including, if applicable, references to 
specific related art and problems involved in the prior art which are 
solved by the applicant's invention. This item may also be titled 
"Background Art." 

(g) Brief Summary of the Invention : See MPEP § 608.01 (d). A brief summary 
or general statement of the invention as set forth in 37 CFR 1 .73. The 
summary is separate and distinct from the abstract and is directed toward 
the invention rather than the disclosure as a whole. The summary may 
point out the advantages of the invention or how it solves problems 
previously existent in the prior art (and preferably indicated in the 
Background of the Invention). In chemical cases it should point out in 
general terms the utility of the invention. If possible, the nature and gist of 
the invention or the inventive concept should be set forth. Objects of the 
invention should be treated briefly and only to the extent that they 
contribute to an understanding of the invention. 

(h) Brief Description of the Several Views of the Drawing(s) : See MPEP § 
608.01 (f). A reference to and brief description of the drawing(s) as set 
forth in 37 CFR 1 .74. 

(i) Detailed Description of the Invention : See MPEP ^ 608.01(g). A 
description of the preferred embodiment(s) of the invention as required in 
37 CFR 1 .71 . The description should be as short and specific as is 
necessary to describe the invention adequately and accurately. Where 
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elements or groups of elements, compounds, and processes, which are 
conventional and generally widely known in the field of the invention 
described and their exact nature or type is not necessary for an 
understanding and use of the invention by a person skilled in the art, they 
should not be described in detail. However, where particularly 
complicated subject matter is involved or where the elements, 
compounds, or processes may not be commonly or widely known in the 
field, the specification should refer to another patent or readily available 
publication which adequately describes the subject matter. 

(j) Claim or Claims : See 37 CFR 1 .75 and MPEP § 608.01 (m). The claim or 
claims must commence on separate sheet or electronic page (37 CFR 
1 .52(b)(3)). Where a claim sets forth a plurality of elements or steps, each 
element or step of the claim should be separated by a line indentation. 
There may be plural indentations to further segregate subcombinations or 
related steps. See 37 CFR 1 .75 and MPEP § 608.01 (i)-(p). 

(k) Abstract of the Disclosure : See MPEP § 608.01 (f). A brief narrative of the 
disclosure as a whole in a single paragraph of 150 words or less 
commencing on a separate sheet following the claims. In an international 
application which has entered the national stage (37 CFR 1 .491(b)), the 
applicant need not submit an abstract commencing on a separate sheet if 
an abstract was published with the international application under PCT 
Article 21 . The abstract that appears on the cover page of the pamphlet 
published by the International Bureau (IB) of the World Intellectual 
Property Organization (WlPO) is the abstract that will be used by the 
USPTO. See MPEP § 1893.03(e). 

(I) Sequence Listing. See 37 CFR 1 .821 -1 .825 and MPEP §§ 2421 -2431 . 
The requirement for a sequence listing applies to all sequences disclosed 
in a given application, whether the sequences are claimed or not. See 
MPEP §2421.02. 

The incorporation of essential material in the specification by reference to an 
unpublished U.S. application, foreign application or patent, or to a publication is 
improper. Applicant is required to amend the disclosure to include the material 
incorporated by reference, if the material is relied upon to overcome any objection, 
rejection, or other requirement imposed by the Office. The amendment must be 
accompanied by a statement executed by the applicant, or a practitioner representing 
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the applicant, stating that the material being inserted is the material previously 
incorporated by reference and that the amendment contains no new matter. 37 CFR 
1.57(f). 

35 U.S.C. 112, first paragraph, requires the specification to be written in "full, 
clear, concise, and exact terms." The specification is replete with terms which are not 
clear, concise and exact. The specification should be revised carefully in order to 
comply with 35 U.S.C. 112, first paragraph. Examples of some unclear, inexact or 
verbose terms used in the specification are: 

"The present invention relates to building industry..." (page 1, para. 1); and 

"...the laying of floors by using panels consisting of two or more tiles which are 
glued beforehand to a Greek fret membrane to allow the floor..." (page 1 , para. 1 ). 

Please note that these are only two examples of language in the specification 
that needs to be revised. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-8 and 10-13 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claims contain subject 



matter which was not described in the specification in such a way as to enable 
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one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

Referring to claims 1-8 and 10-13 : The claims contain features (see page 2 of 
this action) that are not clearly described in the specification or shown in the drawings 
that would enable one of ordinary skill in the art to understand clearly. For example, 
terms like "Greek fret membrane", "a block", "secured in a correct position" and 
"properly spaced" are used in the claims, but not clearly shown in the drawings or 
described in the specification. It is unclear what exactly is being claimed, since the 
previously discussed features are unascertainable. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-8 and 10-13 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

The claims are generally narrative and indefinite, failing to conform with current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and Idiomatic errors. 

Referring to claim 1 : It is unclear what the "engagement projections" (line 3), 
"both its faces" and "correct position for they lying" are referring to, since the 
"engagement projections", "both its faces" and "correct position for they lying" are not 
clearly disclosed. 
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Referring to claim 2 : The limitation "floor" is recited in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

The limitation "the shape" is recited in line 5. There is insufficient antecedent 
basis for this limitation in the claim. 

The limitation "the former membrane" is recited in line 5. There is insufficient 
antecedent basis for this limitation in the claim. 

Referring to claim 3 : The limitation "said further membrane" is recited in line 2. 
There is insufficient antecedent basis for this limitation in the claim. 

The limitation "a block" Is recited in line 3. There is insufficient antecedent basis 
for this limitation In the claim. 

Referring to claim 4 : The limitation "properly spaced" is recited in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

Referring to claim 5 : The limitation "removable membrane" is recited in line 3. 
There is insufficient antecedent basis for this limitation in the claim. 

The phrase "or the like" renders the claims indefinite because the claim includes 
elements not actually disclosed (those encompassed by "or the like"), thereby rendering 
the scope of the claims unascertainable. See MPEP § 2173.05(d). 

Referring to claim 6 : The limitation "the glue" is recited in line 3. There is 
insufficient antecedent basis for this limitation in the claim. 

Referring to claim 7 : The limitation "the floor" is recited in line 3. There is 
insufficient antecedent basis for this limitation in the claim. 
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The limitation "the membrane" is recited in line 3. There is insufficient antecedent 
basis for this limitation in the claim. 

The limitation "the latter" is recited in line 6. There is insufficient antecedent basis 
for this limitation in the claim. 

The limitation "the gaps" is recited in line 6. There is insufficient antecedent basis 
for this limitation in the claim. 

Referring to claim 8 : The limitation "the further membrane" is recited in line 3. 
There is insufficient antecedent basis for this limitation in the claim. 

The limitation "the floor" is recited in line 5. There is insufficient antecedent basis 
for this limitation in the claim. 

The limitation "the block" is recited in line 6. There is insufficient antecedent basis 
for this limitation in the claim. 

Referring to claim 10 : The limitation "the further membrane" is recited in line 2. 
There is insufficient antecedent basis for this limitation in the claim. 

The limitation "the block" is recited in lines 3 and 5. There is insufficient 
antecedent basis for this limitation in the claim. 

The limitation "the laying" is recited in line 4. There is insufficient antecedent 
basis for this limitation in the claim. 

Referring to claim 1 1 : The limitation "the further membrane" is recited in line 2. 
There is insufficient antecedent basis for this limitation in the claim. 

The limitation "the block" is recited in lines 3 and 5. There is insufficient 
antecedent basis for this limitation in the claim. 
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The limitation "the laying" is recited in line 4. There is insufficient antecedent 
basis for this limitation in the claim. 

Referring to claim 12 : The limitation "the further membrane" is recited in line 2. 
There is insufficient antecedent basis for this limitation in the claim. 

The limitation "the block" is recited in lines 3 and 5. There is insufficient 
antecedent basis for this limitation in the claim. 

The limitation "the laying" is recited in line 4. There is insufficient antecedent 
basis for this limitation in the claim. 

Referring to claim 13 : The limitation "the further membrane" is recited in line 2. 
There is insufficient antecedent basis for this limitation in the claim. 

The limitation "the block" is recited in lines 3 and 5. There is insufficient 
antecedent basis for this limitation in the claim. 

The limitation "the laying" is recited in line 4. There is insufficient antecedent 
basis for this limitation in the claim. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
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F.2cl 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claims 1-8 and 10-13 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-11 of 
U.S. Patent No. 6,261,394 . Although the conflicting claims are not identical, they 
are not patentably distinct from each other because both sets of claims are drawn 
to the same final product. 

Claims 1-8 and 10-13 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-11 of 
U.S. Patent No. 6.631.598 . Although the conflicting claims are not identical, they 
are not patentably distinct from each other because both sets of claims are drawn 
to the same final product. 



Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bauer (PCT Publication No. WO02/22986). 
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Referring to claim 1 : Bauer discloses a panel (Fig. 1) for laying floors, 
characterized in that it includes two or more tiles (16) and a membrane (4) provided with 
engagement projections (6, 8) on both its faces to which said tiles (16) are secured 
beforehand in the correct position for their lying (see Fig. 13). 

Referring to claim 2 : Bauer further discloses a panel (16) characterized in that in 
order to allow a floor to be quickly removed, a membrane (4) to which the tiles (16) are 
secured is a Greek fret membrane (see Fig. 1) which is able to be fitted in a removable 
manner with a further membrane (4) having such a shape as to conform with the shape 
of the former membrane (see Fig. 1 ). 

Referring to claim 3 : Bauer further discloses a membrane (4) that is secured to a 
block (18) on which a floor is laid (see Fig. 1). 

Referring to claim 4 : Bauer further discloses tiles (16) that are laid in a plane (see 
Fig. 13) and are properly spaced from one another (Fig. 13). 

Referring to claim 5 : Bauer further discloses tiles (16) that are secured to a 
removable membrane (4) by silicone or hot-melt glue or the like (22, 24). 

Referring to claim 6 : Bauer further discloses glue (22, 24) for sticking tiles (16) 
that is spread on at least three points of each tile (16). 

Referring to claim 7 : Bauer further discloses tiles (1 6) that are definitively 
secured to the membrane (4) of the panel by casting a very fluid cement mixture (22, 
24) thereon which enters the gaps between the tiles (16) filling the room between the 
latter and said membrane (4) and the gaps between the tiles (16). 
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Referring to claims 8 and 10-13 : Bauer further discloses in that in case the 
further membrane (4) is not already secured to the block (18), it is fitted with removable 
membrane (4) of panel (see Fig. 21), thus obtaining that the laying of floor is easily 
carried out by gluing (22, 24) panels directly to the block (see Fig. 21). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See attached PTO-892 Notice of References Cited. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES FERENCE whose telephone number is (571) 
270-7861 . The examiner can normally be reached on Monday - Thursday, 7:30 AM - 
5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached on (571 ) 272-6777. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J. F./ /Richard E. Chilcot, Jr./ 

Examiner, Art Unit 3635 Supervisory Patent Examiner, Art Unit 3635 



